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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attach me nt(s) 

1) ^ Notice of References Cited (PTO-892)jr\f- 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) * 

3) 53 Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) flh 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060510 



Application/Control Number: 10/675,175 



Art Unit: 2113 



Page 2 



Detailed action 

Claims 1-20 have been presented for examination. 
Claims 1-4, 7, 8, 13, 14, 19 and 20 have been rejected. 
Claims 5 and 6 are objected to. 
Claims 9-12 and 15-18 are allowed. 

Objection 

Claims 7, 8, 13, 14, 19 and 20 are objected to under 37 CFR 1.75(c), as being of 
improper dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 
In claim 16, the method of claim 5 needs to be changed to the method of claim 15 . 
Claim 16 needs to be changed because it is more related to claim 15. It appears that it 
is a typing error. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 7, 8, 13, 14,19 and 20 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. 

In regard to claims 7, 13, and 19, 
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Claims 7, 13 and 19 are not limited to tangible embodiments. In view of applicant's 
disclosure [specification page 6; line 21], the computer readable medium is not limited 
to tangible embodiments, instead being defined as including both tangible embodiment 
for example [solid-state memories, optical and magnetic disks] and intangible 
embodiments for example [carrier wave signals]. As such, the claims are not limited to 
statutory subject matter and are therefore non-statutory. 
In regard to claims 8,14 and 20, 

The language of the claims raise a question as to whether the claims are directed 
merely to an abstract idea that would not result in a practical application producing a 
concrete, useful, and tangible result to form the basis of statutory subject matter under 
35U.S.C. 101. 

In summary, Claims 8, 14 and 20 recite a computer-controlled apparatus. The recited 
invention is computer software perse. A computer program is merely a set of 
instructions capable of being executed by a computer. The computer program itself is 
not a statutory process in that it does not include the computer-readable medium 
needed to realize the functionality of the computer program. Thus, as currently recited, 
Claims 8, 14 and 20 is directed to an abstract idea that does not produce a concrete, 
useful and tangible result. 

Examiner notes: in claims 14 and 20 the language capable of needs to be changed. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 2, 3, 4, 7 and 8 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Keyes US Patent 6,516,427. 
In regard to claims 1 ,7 and 8, 

Keyes discloses a method for providing and executing a diagnostics module in direct 
response to a user request (The service person in figure 1 is considered the user of 
item 12), the method comprising: 

• storing at a client computer a control object operative to retrieve the diagnostics 
module in response to the user request, (Figure 1 ; item 24 [ in (Column 3; lines 47-48) 
Keyes discloses an event registration and detection routine (Item 24) which is a general 
purpose computing software/firmware module that functions with CPU 14 to execute 
diagnostics subroutines]) to store the diagnostics module at the client 
computer,(Column 4; lines 42-46 [to run a resident diagnostics subroutine means that 
diagnostics is already stored in the peripheral device considered here as a client 
computer]) to determine whether execution of the diagnostics module is authorized ( 
Column 4; lines 24-26 [In this passage Keyes discloses that an authorized person 
registers item 12 with item 34 which means that item 12 would know from where to 
request diagnostics]) in (Column 4; lines 36-39 [In this passage Keyes adds that since 



Application/Control Number: 10/675,175 Page 5 

Art Unit: 2113 

the HTTP request message is initiated within firewall 32, firewall 32 allows the 
establishment of the diagnostics execution connection, this is considered as an 
authorization for diagnostics module execution])and, 

in response to determining that execution of the diagnostics module is authorized, to 
execute the diagnostics module. (Column 4; lines 44-46) 
Examiner notes: Claim 8 recites a computer- controlled apparatus capable of 
performing the method of claim 1 . In Keyes there nothing that precludes from doing the 
method of claim 1 , thus Keyes is capable of doing the method of claim 1 . 

In regard to claim 2, 

Keyes discloses the method of Claim 1 , wherein the diagnostics module comprises 
computer code executable only in response to commands issued by the control 
object.(Column 4; lines 45-46 [dispatching a request message means sending a 
command to execute code within the diagnostics subroutine by the JVM]) 

In regard to claim 3, 

Keyes discloses the method of Claim 2, wherein determining whether the execution of 
the diagnostics module is authorized comprises transmitting a request to a diagnostics 
server computer for authorization to execute the diagnostics module. (Column 4; lines 
31-35 In this passage Keyes sends for a request to execute a diagnostics module. In 
column 4; lines 38-39 the authorization is determined because the request message I 
initiated within firewall) 
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In regard to claim 4, 

Keyes discloses the method of Claim 3, wherein retrieving the diagnostics module 
comprises transmitting a request to the diagnostics server computer for authorization to 
retrieve the diagnostics module, (Column 4; lines 36-37) receiving authorization to 
retrieve the diagnostics 

module, (Column 4; lines 37-39 when firewall initiates the connection it is considered as 
authorized ) transmitting a request to the diagnostics server computer for the 
diagnostics module in response to receiving the authorization to retrieve the diagnostics 
module and, receiving the diagnostics module from the diagnostics server 
computer.(Column 4; lines 42-45) 

Allowable Subject Matter 
Claims 5 and 6 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Reasons for Allowance 
Claims 9-12 and 15-18 are allowed. 

The following is an examiner's statement of reasons for allowance: 

After a complete search of all the relevant prior art the examiner has determined the 

claims are in condition for allowance. 

Regarding claim 9, 
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The examiner finds the novel and non-obvious feature of claim 1 , when read as whole 

to be retrieving from the diagnostics server computer a configuration file 

containing data identifying one or more network addresses at the diagnostics 

server computer for communicating with the diagnostics server computer and a 

data file containing data describing how the diagnostics module should be 

installed on the client computer, requesting, by way of a network address specified by 

the configuration file, permission to retrieve the diagnostics module from the diagnostics 

server computer; in response to receiving permission to retrieve the diagnostics module, 

retrieving the diagnostics module from the diagnostics server computer at a 

network address specified by the configuration file. 

Regarding claim 15, 

The examiner finds the novel and non-obvious feature of claim 1 , when read as whole 
to be in response to the selection, retrieving from a diagnostics server computer a 
configuration file containing data identifying one or more network addresses at the 
diagnostics server computer for communicating with the diagnostics server computer 
and a data file containing data describing how the one or more files comprising the 
diagnostics module should be installed on the client computer; determining, based on 
the contents of the data file, whether any of the executable files are common to two or 
more diagnostics modules, in response to determining that one or more of the 
executable files are common to two or more diagnostics modules, retrieving the 
common executable files and installing the common executable files on the client 
computer. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. U.S patent 6,697,969 teaches most of the limitations, but lacks the 
authorization, on the other hand U.S. patent 6,892,225 contains some elements, but 
lacks important element, which is the diagnostics element. See PTO 892. 

Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amine Riad whose telephone number is 571-272-8185. 
The examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Beausoliel can be reached on 571-272-3645. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

AR 

Patent Examiner 
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